09/29/2006 FRI 10:59 FAX ^.^v.-^^'^'^-*^^^^^ i 002/017 



N THE UNIT£D STATES PATENT AND TRADEMARK OFFICE 

Application No.: 10/784,415 Confirmation No: 1870 

Applicant: Randal T. Bymm Filed: 02/20/2004 

TC/A.U.: 3738 Examiner: Thomas Sweet 

Docket No.: END5265USNP Customer No.: 000027777 



TiUe: A METHOD FOR IMPLANTING AN ADJUSTABLE BAND 



I hereby certify tluit this correspoDd^cc is bems fac^izute transxolUiod to fhe 
Uoilcd States Patent And Trademarlcs OKIce. 




Attentioii: Office of PetLlioos 
MaU Stop Petition 
Coxamisdioncr for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



PETITION FOR REVIVAL OF AN APPLICATION 
FOR PATENT ABANDONED UNINTENTIONALLY UNDER 37 CFR l,137(b) 

The above-identified application became abandoned for failure to file a timely and proper reply to a notice or action 
by llie United States Patent and Tradexnark Office. The date of abandonment is the day ait^ the expiration date of 
the period set for reply in the 0£6ce notice or action plus an extensions of time actually obtained. 

Applicant hereby petitions for the revival of the above-identified application. 



1. Petition fee 

□ SmaU entity- fee $ _. (37 CFR 1 . 1 7(Tn)). Applicant claims small entity status. See 

37 CFR 1.27. 

H Other than smaU entiiy-fee $1,500.00 (37 CFR 1.17(in) 



2. Rely and/or fee 

a. Ther^ly and /or fee to the above-noted Office action: 

l§/B2/2eBS BBIRftS 88888825 188750 18784415 

' 81 FC:1453 1538.88 Bfl 
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□ has been filed previously on . 

^ enclosed herewitlL 

b. The Issue of $ , 

□ has b{5cn paid previously on , 

Q is enclosed berewilli. 

3. Terminal disclaimer with disclaimer fee 

Q Since the utility/patent application was filed on or afler June 8, 1 995, no teiminal HittnlniTng^r is 
required. 

□ A twaainal disclaimer (and disclainser fee (37 CFR l^O(d)) of S for a small entity or S 
for other than a small entity) diselaizning the required period of time is enclosed herewith. 



Statement: TTie entire dday in fiUi\g the required reply from the due date for the required reply imtil 
the filing of a grantable petition under 37 CFR 1.137(b) was unintentional. 



S. Fee payment 

. 13 Charge the petition fee of $ 1 ,500.00 to Account 1 00750/END5265USKP/DLG and for any 
additional fee required, A duplicate of this pedcion is attached. 

□ Acheckinthesmnof S is attached. 

!3 Chars© Account 100750/END5265USNP/DIXj for any additional fee required. 



/Dean L. Gamer/ _ 
Dean L. Gamer 
Reg. No.: 35.877 . 
Attorney for AppHcant(5) 

JOHNSON & JOHNSON 
One Johnson & Johnson Plaza 

New Branswick, KJ 08933 
Td. No.: (513) 337-8559 
Date: Septemher 2^ .^nofi 
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Unitep States Patent and Trademark Office 



igO-reo STATES PE?ARTM£MT OF COMmKRCS 
United Ststcs ?3trat sod Tndemsrfc Offies 
Ad<^« COMMISSIONER FOR PATENTS 



APHJCATWN NO. 



rVStSV >f AMED INVENTOR 



10/784^415 



Rimdol T. Byninj 



I ATTORKEY DOCKET Na | CONFtRMAtlON >jOL | 



1870 



27777 7590 

PHILIP S, JOHNSOM 
JOHNSON & JOHNSON 
ONE JOHNSON & JOHNSON PLAZA 
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L 



SWSBt. THOMAS 



1 



ABTUhnT 



\ Paper NUMBfiR 



373R 

DATE MAILED: 08/02/2006 



Please find below and/or attached an Office communication concerning thifi application or proceeding. 



I>TO40C (Rev. ia«3) 
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Afot/ce of Abandonment 



Appllcatton No. | Appncain($) 

I 

10/784.415 ! BYRUM. RANDAL T. 



Examitier j Art Unit 
Thoittas J. Sweet [3738 



This sppfication 19 abandoned in view ot 

1- S Applicant's fiallure to timely file a proper repJy to the Office letter mafled on 22mvember ^05 

(a) □ A repJy was received on [vvith a certificate of Mailing or Transmission dated ) which is after the expiration of the 

period for repty (indudng a total esdension erf ^me of nr»ortth(s}) which ajqjired on . 

(b) □ A proposed repty was received on . but n does not cor^ute a proper reply under 37 CFR 1.113 (a> to the final rejection. 

(A proper reply under 37 CFR 1.113 to a final rejection consists only of. (l) a timely filed amendment which places the 
appRcation in condition for ailowattee; (2) a tinnely filed Notice of Appeal (with appeal fee); or (3) a timely tiled Request for 
Continued Examination (RCE) In cmnpliance wfth 37 CFR 1. 114), 

(c) □ A reply was received on but it does not oonstiiute a proper reply, or a bona fide alteirpt at a proper reply, to the non- 
final rejection. See 37 CFR 1.85(a) and 1.111- (See axplanation in boac 7 below). 

(d) IS No reply has been received. 

2. □ /i^pllcaars failure to tjmey pay the required issue fee and publication fee. It applicable, within the statutow period of threo rrenths 

from the mailing date of the Notice of Allowance (PTOL-8S). 

(a) □ The issue fee and publication fee. if applicable, was received on (wtth a Certitjcate of Mailing or Transn^ission dated 

- 1 which is after the ajcpiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (FTOL-eS). 

(b) □ Tt^e submitted fee of S is Insuffident A balance of S is due. 

The issue fee required by 37 CFR 1.18 $ . The publication fee. If ret^ujred by 37 CFR 1.ie(«), is & - ; 

(c) □ The Isdue fee and ptibricatlbn tee, if applicable, has not been received, 

3. D Applicant's failure to timely fi!e oorrected drawings as re<juired by. and wthin the three-n^oftth period set in. the Notice of • 

Allowability (PTO-37}. 

(a) □ Proposed coriGcted drawings were recerved on (with a Certflcate of MalBr>9 or Transmission dated ), which is 

after the ^pjration of the period for reply. 

(b) □ No corrected drawings have been received. 

4. □ The letter of express abandonment which is aiflned by the attorney or agent of recoro, the assignee of the entire interest or ail of 

the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capatity under 37 CFR 

1.34(a)) upon the filing of a continuing appiicetlorL 

6. □ The decision by the Board of Patent Appeals and Interference rendered on and because the period for seeking court revleuy/ 

of the decision has expired and there are no allowed claims. 

1, 0 The re3Son(s) belowc 




TEC'Hf.J0l5SV rmv?- 3700 



mSl^r^nl^^t cff^'Si^ "^"^"^ tpwawrawthe hokfit^ of abandonrpent under 37 CFR 1.1 at. should be promptly filed to 



U.5. Ratciol ant TttidemailcOtStiO 



P7OL-143iCRev.04^) Notice of Abandontncirt 



Part of Paper No. 2008O731 
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UNITED States PATEbrr and T?rapemark Office 



UNrXBD STATES DEI^iwRTMCNT OS* OOMMEOCC 
C<>1t0l finca ?atimi nd Trademark OOkD 
Addrm: CQVlMt5SJ0K£«( POK F A712NTS 
^Oi B«x UIO 



nUVODATE 



ATTOaXEYOOCKBTKO. COKFiRMATJONKO. 



02/300004 



27777 1ft!0 

PHILIP S. JOHNSON 
JOHNSON & JOHNSON 
ONE JOHNSON &. JOHNSON PLaZa 
NEW BRUNSWICK. NI 08933-7003 



1870 



SWBfir.THOhftAS 



ARTuserr 



PAPBtXUwCIER 



17SS 

DATE MAILED: 11/21^2005 



Pleas© find below and/or attached an Office communication conceramg this application or proceeding. 
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Office Action Summary 



Application (ao7 
10/784,415 



Examiner 
Thonoas J. Sweet 



App»oant(&> " 
8YRUM. RANDAL T. 



communscdUon ^ppws on the covor sheet whh the comspondontieaMF^- 



- rne mailing date ofi 
Period for RepJy 

An> reply ArcaiuBii ^ ihc Office teiBr than lhi« "-^'^ § 1«>- 

Corned M*cnl term a»Jiitttma«. SeeOTCFRTroftS ^™ 

Status 

T )□ Responsive to communtcstion(s) filed on , 

2a)a This action is FINAL. 2b)Ei This jetton Is non-final. 

application is in condition for allowance except for formal matters, prosecution as to the merits Is 
closed in accordance ^vith the practice under ec parte Oi/ay/e. 1935 CO. 11 , 463 O.G, 21 3. 
Disposition of Clain^s 

4) 13 aaim(s) 1:2 is/are pending In the application. 

•4a) Of Xhe above daim(s) is/are withdrawn Ti-om consideration. 

5) D Claim(s) Is/are allowed. 

6) S Clalm(s) te/sre rejected. 

7) n C!aim{s) is/are objected to. 

a)a Claim(s) are subject to restriciion and/or election requirement 

Application Papers 

9)n The specification Is objected to by the Eacaminer. 

10)0 The drawinsCs) fded on is/are: a)n accepted or b)^ objected to by the Examiner 

Applicant may not request that any objection to the di^Y/ing(s) be held In abeyance. See 37 CFR 1.85(a) 
^^^^'^"'''''^ ^^"S «heet{s) Jnciuding the correction is required if the dravrfngts) is objected to. See 37 CPR 1 ,12l(d) 
IDD The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PT0.152. 
Priority under 35 U.S.C, § IIS 

12)0 Aclcnowledgment is made of a claim for foreign priority under 35 U.S.a § 119(aWd) or (f) 
a)0 All b)a Some * c)^ None of: 51 w \ / 

1 Certmed copies of the priority documents have been received. 

2.a Certified copies of the priority documents have been recced in Application No. . 

. 3.n Copies of the certified copies of the priority document^ have been received in this National Stage 
application from the International Bureau (POT Rule 17.2(a)).. 
- See the attached detailed Office action for a list of the certified^copies not fecoived. 



ttaahm«m{s> 



13 Noiico of RefCfWices Cited fPTO-692^ f*-i . t « ^ 

□ NMi» of nr^^ - 1 ^ I— ' 'Interview Strmmsry (PTO-413) 

Ntrtico of Oraft^person's Pstem OrtuAiig RevSe*/ (PT0^8) Paper Ko^)/mii Oete. 
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SEP 2 i 2006 



Application/'CcjntTDl Number: 10/784,415 
ArtUnit: 3738 



Pago 2 



DETAILED ACTION 



Otote Rejections - S5 VSC § 102 



The following is aquotation of the appropriate paragraphs of 35 U.S.C. 102 that fcnn the 



A person jhall be entitled to a pmont unless - 

(c) the invention was described in (i) an applicnion for patem, published under section 122(b), by anodier filed 
in the United States before the hwcntion by the applicant fer patent or (1) a patent gran«d on an application for 
patent by anoflier filed in *c United States before the invention by the applicant &r patent, except that ^ 
inieitmiiOTOl application filed under the treaty deSned m section 35 1(d) have the effects for purposes of this 
subsection of an appHcmion filed tn die United States aa»y ifthe hiteniatlonal a{^lieation designated the United 
States and was published imdcr Article 21 (2) of Swch treaty in the English language. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A pwcm may not be obtained thou^ the invention i$ not identically disclosed or described ^ set fbrth in 
section 1 02 of this title, ifthe differences between the subject matter sought to be patented and the prior art are 
such ihat the subject matter as a \A*no!c would have been obvious at the thne the invention was made to a person 
having otdinary ^WJI in the ait to which eaid subject matter pertains. Patentability shall not be negatived by the 
tnsnner in which the Invemian was made. 

Claims U9 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the alternative, 
under 35 O.S-C 103(a) as obvious over Benchettit (US 6,916,326), Benchetrit discloses a 
method for implanting surgical device (fig. 1), said method comprising: a. providing a surgical 
device comprising an clongited flexible inflatable portion (2X an elongated flexible and 
substantially inextensible band portion (1 , inherently inexcensible to the point that is niust retail 2 
while in use) having a distal end, aproximal end and a longitu(3^nal axis therebetween, said band 
portion being attached to said inflatable portion (form in a single piece, col 6) along an inner face 
thereof, said band portion having a concave cross section (as seen at the edges there of in the fig. 
1 embodiment, confoims to the 2 profile), taken perpendicular to said longitudinal axis; and b. 
deforming said band so that it has a substantially fiat (read as flatter than original) cross section 



basis for the rejEsctions under this section tnade in this Office action: 
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Application/Control Number, 1 0/784,415 Page 3 

Art UiiU: 3738 

(fully capable and inherent in the fig. 1 embodiment since the additional thickness of I on 2 
woTild resist expansion when 2 inflates, there by Battening 1 as 2 bulges) , taken perpendicular to 
said longitudinal axis, by encircling said band around body tissue (and inflating). 

With regard to claims 2-5 and 7-9, as disclosed in use of the Benchetrit device and seen 
in the figures. 

With regard to claim 6, the means for attaching said distal and proximal ends of said band 
together is 16 and its related parts. 

Conclusion 

The prior art made of record and not relied upon is consid«^ pertinent to applicants 
disclosure, Egle (US PGpub 2004/0260319). DiFoite (US 5,382,184), Thompson et aL (US 
6,634^33), Miller (US 5,509,888), Scorvo (US PGpub 2004/0242956) and Jakobsson et al. 

(US 6,102.922). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas J. Sweet whose telephone number is 571-272-4761 . The 
examiner can normally be reached on 6:30 am - 5:00pm, M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiners 
supervisor. Coirine M. McDermott can be reached on 571-272-4754. The fex phone number fox 
the organization where this application or proceeding is assigned is 571-273-8300, 
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Art Unit: 3738 

Infbnnation regarding the status of an applicauon maybe obtained finom the Patent 
Application Infonnalion Retrieval (PAIR) system- Status inforaiation for published applications 
maybe obtained fiom dther Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more infotmaiion about the PAIR " 
system, see ht^://pair*direct.uspto.gov. Shou3d you have questions on access to the Private PAIR 
sysittn» contact the Electromc Business Center (EBQ at.866-2l7-9197 (loll-frcc)- 
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